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ZILKA, KOTAB & FKECE™ OCT 1 8 2006 



Please deliver to Examiner Bilgrami. 




□ Original to follow Via Re&dgr MailX Original will Not be Sent □ Original will follow Via Overnight Courier 



The information contained in ibis facsimile message is attorney privileged and ccnfiitenrial informal! on intended only for me use of the individual 
or entity named above. If the reader of mis message Is not die intended recipient, you are hereby notified mar any dissemination, distribution or 
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long distance, please call collect) and remrn mc original message co us at the above address via the U-S. Postal Service. Thank you. 
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Office Action Summary 



Application No* 

11/096.148 



Examiner 
BheratN. Barot 



Applicant^) 
ROTHWELLETAL 



Art Unit 
2155 



DECEIVED 
RAl FAX CINTIR 



- The MAILING DATE Q f this communication appear on the cover shM with the correspondence address ~ 
Perlod for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

' ^^.^flS^iL^f^i"'*?? **» F^W* 1 * of * CFR 1.1 3fffo). kinoevofti.howver.moyafoplybfiUmBlyWed 
aitorsiX(6)MQNT><SfromthomaiIinodajeofWseommuAi5aBoa 

" u^^^l^ ] ll^ Bd t ^H um Bto,yI w **** "® "* m P> MGNTHS *wn malna tot* of Ms cofrcrnintcripn, 

" * refty wWiln Ihe set c extended period for reply wirt. by slaMa, cause trw apportion to wcoma ABANDONED (35 US.(X § 133X 
Any reply received by U» Offios laigr than tKrw montfra eftar tho ma fling (fate of thfe eemmutfcaiJon. even If tfmety fifed, may reduce any 

Status 

1 )S Responsive Id communication's) filed on 30 Martfr 2Q05 , 
2a)D This action is FINAL 2b)H This aclion Is non-final. 

3) D Since Ihis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance wrth the practice urajer Ex parte Qveyte, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 3 Cteimfs) i23 is/are pending in the application. 
4a) Of the above ciaim(s) is/are withdrawn from consideration, 

5) D Claim(s) is/are allowed. 

6) H Claimfe) 1-12 and 14-23 Is/are reiactad. 

7) S Cteim(s) 73 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing{s) filed on is/are: a)D accepted or objected to by the Examiner. 

Applicant may not request that any objection to the drawtngfs) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) Including the correction is required If the drawlng(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.$£. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(aMd) or (f). 
a)DAII b)Q Some *c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2, D Certified copies of the priority documents have been received in Application No. „ 



— OCT 1 8 2008 



3.0 Copies of the certified copies of the priority documents have been received In this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
• See the attached detailed Office action for a fist of the certified copies not received. 



Attachments) 

1) EJ Notice of Terences Cited (PTO*$z) 4> □ inte^sw Summary (PTCM13) 

2) □ Notice of Oraflspersorfa Patent Drawing RsvSavr (PTO-946) Papar No(syMall Data. . 

3) □ Information Disclosure Staiemertffe) (FTO-1449 or PTQ/SB/OB) 5) □ Notice of Informal Patent Abdication (PTO-152) 

Paper No(9)/Mall Date . 6) □ Other: . 

U4.ffeww)TtetnBrtO(floa ■ — — 

PTOL-326 (Rev. 7-05) Office Action Summary Part Cf Paper NoJMafl Date 20060710 
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NO. 4430 P. 9 



Application/Control Number 11/095,146 
Art Unit; 2155 



RECEIVED 
CENTRAL FAX CENTER 

OCTI 8 2006 



Page 2 



DETAILED ACTION 



Claim Rejecti ons . 35 USC 6 loaf a ) 



1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 1 03(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any Inventions covered therein were 
made absent any evidence to the contrary. Applicant is advised of the obligation under 
37 CFR 1 .56 to point out the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (ft or (a) 
prior art under 35 U.S.C. 1 03(a). ' w iy/ 



2. Claims 1 , 4-6. 8-12. 14-18, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Horvitz et al (U.S. Patent No. 6,161 ,130) in view of Kirsch et al (U.S. 
Patent No. 6,772,196). 

Horvitz teaches the invention substantially as claimed including a utilizing a probabilistic 
classifier to automatically detect junk/SPAM mail (see abstract). 



3. As to claim 1 , Horvitz teaches a method for detecting unwanted messages, 
comprising: receiving an electronic mall message (figures 1-3; column 9 lines 19-25, 
Horvitz discloses receiving an email message for analysis); decomposing text in the 
electronic mail message (column 11 lines 55-60, Horvitz discloses breaking the 
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message into units/tokens); gathering statistics associated with the text using a 
classifier (column 9 lines 50-55; column 10 lines 10-15, Horvitz discloses that a feature 
vector is extracted and associated with the message); and analyzing the statistics for 
determining whether the electronic mail message is an unwanted message (column 9 
lines 55-60; column 12 lines 45-50, Horvitz discloses that the classifier is trained to 
recognize SPAM) Wherein the statistics gathered using the statistical analyzer includes 
results of a message header field analysis (columns 9-10). 
Horvitz fails to teach the limitation wherein the statistics gathered using the statistical 
analyzer include results of an analysis of a uniform resource locator (URL) in the 
electronic mail message text and analysis of e-mail addresses in the electronic mail 
message text. 

Kirsch teaches an electronic mail filtering system and method (see abstract). Kirsch 
teaches analysis of a uniform resource locator (URL) in the electronic mail message text 
and analysis of e-mail addresses in the electronic mail message text (columns 9-10, 
Kirsch discloses analyzing the mail message for presence of URLS and certain 
predefined email addresses within the text ). 

It would have been obvious to one of ordinary skill in the ad at the time of the invention 
to modify Horvitz in view of Kirsch so that results analysis include the presence of URL 
and email addresses in the message text One would be motivated to do so to filter out 
junk mail with typical characteristics that include certain URLS and email addresses. 
Horvitz does not explicitly teach the limitation of a statistical analyzer. Horvitz does 
teach that a classifier module is used to output a probabilistic confidence level for 
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incoming messages based on the extracted feature vector (column 10 lines 10-15; 
columns 13-14). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Horvitz by specifying the classifier module as a statistics analyzer since the 
same functionality of classifying e-mail messages is achieved. 

4. As to claim 4, Horvitz does not explicitly teach the clamed limitation wherein the 
statistics gathered using the classifier include a number of uniform resource locators 
(URLs) in the text. 

Horvife does teach that the feature detector detects whether the message includes 
handcrafted feature (column 1 1 lines 20-65). 

Kirsch teaches an electronic mail filtering system and method (see abstract). Klrsch 
teaches analysis of a uniform resource locator (URL) in the electronic mail message text 
and analysis of e-mail addresses In the electronic mail message text (columns 9-10, 
Kirsch discloses analyzing the mail message for presence of URLS and certain 
predefined email addresses within the text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Horvitz in view of Kirsch so that results analysis include the presence of URLS 
in the message text. One would be motivated to do so to filter out junk mail with typical 
characteristics that include certain URLS. 
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5. As to claim 5, Horvitz does not explicitly teach the darned limitation wherein the 
statistics gathered using the classifier include at least one telephone number In the text. 
Horvitz does teach that the feature detector detects whether the message includes 
handcrafted feature (column 1 1 lines 20-65). 

Klrsch teaches an electronic mail filtering system and method (see abstract). Kirsch 
teaches analysis of a telephone number in the electronic mail message text (column 9, 
line 25, Kirsch discloses analyzing the mail message for presence of telephone 
numbers within the text). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Horvitz in view of Kirsch so that results analysis include the presence of 
telephone numbers in the message text. One would be motivated to do so to filter out 
junk mail with typical characteristics that include certain telephone numbers. 

■ 6. As to claim 6. Horvitz does not explicitly teach the clamed limitation , wherein the 
statistics gathered using the classifier include results of an analysis of character type. 
Horvitz does teach that the feature detector detects whether the message includes 
handcrafted feature (column 1 1 lines 20-65). 

Kirsch teaches an electronic mail filtering system and method (see abstract). Kirsch 
teaches analysis of a character type in the electronic mail message text (column 9 lines 
1-50. Kirsch discloses analyzing the character types of characters within the email text), 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Horvitz in view of Kirsch so that results analysis include the presence of 
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certain character types in the message text One would be motivated to do so to filter 
out junk mall with typical characteristics that include certain character types indicative of 
SPAM. 

7. As to claim 8, Horvitz teaches the statistics are placed in a results table, wherein 
entries in the table are passed as Inputs to a neural network engine (column 15 lines 
10-20). 

8. As to claim 9, Horvitz teaches the statistics are sent to a neural network engine, 
wherein the neural network engine compares the statistics to predetermined weights for 
deteimining whether the electronic mail message is an unwanted message (column 15 
lines 55-65). 

9. As to claim 10, Horvitz teaches the method as recited in claim 12, wherein the 
neural network engine is taught to recognize unwanted messages (columns 14-15, 
Horvitz discloses that the classifier is trained to recognize SPAM). 

1 0. As to claim 1 1 , Horvitz teaches the examples are provided to the neural network 
engine, wherein the examples are of wanted messages and unwanted messages, and 
each of the examples is associated with a desired output (columns 13-16). 
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11. As to daim 1 2, Horvitz teaches the each of the examples are processed with 
statistics by the neural network engine for generating weights for the statistics, wherein 
each of the weights is used to denote wanted and unwanted messages (column 15 lines 
45-65). 



12. As to claim 14, Horvitz teaches the logic associated with the neural network 
engine is updated based on the processing by the neural network engine (columns 
16-18). 

13. As to claim 1 5, Horvitz teaches the neural network engine is updated to 
recognize an unwanted message, the message is identified as an unwanted message, 
the features of the message that make the message unwanted are identified, and the 
identified features are stored and used by the neural network to identify subsequent 
unwanted messages (columns 21-22). 

14. As to claim 1 6, Horvitz teaches the neural network engine analyzes previous 
user input for determining whether the message is unwanted (column 15 fines 55-65). 

1 5. Claims 1 7-16 and 23 do not teach or define any new limitations above claims 1 , 
4-6, 8-12, and 14-18 and therefore are rejected for similar reasons. 
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16. Claims 2-3. 7, 19-22 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Horvitz et al (U.S. Patent No. 6,161.130) in view of Kirsch et al (U.S. Patent No. 
6,772.1 96) as applied to claim 1 above, and further In view of Stockwell et al (U.S. 
Patent No. 6,144,934). 

Horvitz teaches the invention substantially as claimed including a utilizing a probabilistic 
classifier to automatically detect junk/SPAM mail (see abstract). 

17. As to claim 2, Horvitz teaches the statistics gathered using the classifier module 
include a number of words capitalized (column 9 lines 20-50, Horvitz discloses that 
words capitalized can be identified and accounted for in a message). 

Horvitz and Kirsch do not explicitly teach the claimed limitation of ratio of worts 
capitalized to a total number of words. Horvitz discloses that various features in email 
are identified indicative of SPAM that include whether a predetermined word is 
capitalized (column 9 lines 20-50). 

Stockwell teaches a binary filter using pattern recognition used to filter unwanted 
messages (see abstract). Stockwell teaches the limitation of analyzing ratio of words 
capitalized to a total number of words (column 6 table 1), 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify the combination of Horvitz and Kirsch in view of Stockwell by specifying 
analysis of ratio of the number of capitalized words to total number of words to detect 
SPAM. One would be motivated to do so since the ratio of capitalized words to total 
number of words represents SPAM e-mail characteristics/features. 
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18. As to claim 3, Horvitz and Kirsch fail to teach the limitation wherein the statistics 
gathered using the classifier module include punctuation to word ratio. Horvitz di$closes 
that various features in email are identified Indicative of SPAM that include whether a 
text includes a series of punctuation marks (column 9 lines 20-50). 
Stockwell teaches a binary filter using pattern recognition used to filter unwanted 
messages (see abstract). Stockwell teaches the limitation of analyzing ratio of 
punctuation to word (column 6 table 1 ). 

It would have been obvious to one of ordinary skill in the art at the time of the fnvention 
to modify the combination of Horvitz and Kirsch in view of Stockwell by specifying 
analysis of ratio of punctuation to word to detect SPAM. One would be motivated to do 
so since the ratio of punctuation to word represent SPAM e-mail 
characteristics/features. 

19. Claims 7 and 19-22 do not teach or define any new limitations above claims 2-3 
and therefore are rejected for similar reasons. 

Claim Objection 

20. Claim 13 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 
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Non°Ste<tutory Double Patenting 

21 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 11 
F.3d 1046. 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Clr. 1985); In ns> Van Ornurn, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .1 30(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Anticipation Rejection 

22. Claims 1-13, 22, and 31 of US Patent Number 7,016,939 contains every element 
of claims 1-19 and 23 of the instant application and as such anticipates claims 1-19 and 
23 of the instant application. 

"A later patent claim is not patentably distinct from an earlier patent claim If the later 
claim is obvious over, or anticipated by. the earlier claim. In re Longi . 759 F.2d at 896. 
225 USPQ at 651 (affirming a holding of obviousness-type double patenting because 
the claims at issue were obvious over claims in four prior art patents); In re Berg, 140 
F.3d at 1437, 46 USPQ2d at 1233 (Fed. Cir. 1998) (Affirming a holding of obviousness- 
type double patenting where a patent application claim to a genus is anticipated by a 
patent claim to a species within that genus), " ELI LILLY AND COMPANY v BARR 
LABORATORIES, INC.. United States Court of Appeals for the Federal Circuit. ON 
PETITION FOR REHEARING EN BANC (DECIDED: May 30, 2001). 

23. Claims 1-19 and 23 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1-1 3. 22. and 31 of prior U.S. Patent No. 7,016,939 since the 
claim, if allowed, would improperly extend the "right to exclude" already granted in the 
patent. This is a double patenting rejection. 
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The subject matter claimed In the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: 

The claimed invention in the instant application (claims 1-19 and 23) is same as 
the claimed invention in the patent (claims 1-13. 22, and 31 of U. S. Patent No. 
7,016,939) by rearranging and deleting the limitations (the functions of a neural network 
engine) such as a neural network engine. No new invention or new improvement is 
being claimed in the instant application (claims 1-19 and 23). 

Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application, which matured into a patent [Based on 8-38] See also MPEP § 804, 

24. Claims 20-22 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 31 of U.S. Patent No. 7,016,939 in 
view of Stockwell et al (U.S. Patent No. 6,144,934). 

Although the conflicting claims are not identical, they are not patentably distinct from 
each other because the patented claim 31 does not claimed or disclosed that the 
statistical analyzer include a specific number of a ratio of wards capitalized to total 
number of words and a punctuation to word ratio, but Stockwell teaches the limitation of 
analyzing ratio of words capitalized to a total number of words (column 6 table 1). 
It would have been obvious to one of ordinary skill In the art at the time of the invention 
to modify the patented daim 31 in view of Stockwell by specifying analysis of ratio of the 
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number of capitalized words to total number of words to detect SPAM. One would be 
motivated to do so since the ratio of capitalized words to total number of words 
represents SPAM e-mail characteristics/features. 



25. Any inquiry concerning this communication or eartier communications from the 
examiner should be directed to Bharatfiarot whose Telephone Number is (571) 
272-3979. The examiner can normally be reached on Monday-Friday from 9:30 AM to 
6:00 PM. Moat facsimile-transmitted patent application related correspondence is 
required to be sent to the Central FAX Number (571) 273-8300. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached at (571) 272-4006. 



Contact Information 



Patent Examiner Bharat Barot 




Art Unit 2155 



July 10, 2006 



PAGE 1900 * RCVD AT 10/18/2005 5:32:42 PM [Eastern Daylight Time] * SVR:USPTO-EFXRF.5f16* DNK:2738300 * CSID:4089714560 * DURATION (mm-ss):02-32 



